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JAAA.

18 Iavovaglov, 1989
[APTEMIAHZ, Afomic]
ANA®OPIKA ME TO APOPQ 146 TOY ZYNTAIMATOZ
S.C. JOHNSON AND SON INC.,
ALTNTES
v.
EQOPOY EMITOPIKQN THMATQN,

Kal' ov 1 aitnom,

(YroOéoeig Ap.23/86, 24/86).

Eumopuind Erpata — Awaxoutxti Efovoia E@ogov Eumooixdv

Znudtwv — AtaoTixds E.e7xos — EQQOUOTTEES aQXES.

Eunopixd Eruara — Eyypagr) — O IHegi Eumoowov Inpdtwv

Nouog, Keg. 268, ApOpa 11,12, »au 13 — H @pdon "capable of dis-
tinguishing goods" oto dplpo 12 — Znuaivel xQTalARACTITA QOS5
SLdoLOM TWY EUTOQEVUATWY TOV ATOVVIOS Gxi uovo oTnv TedEn,
aAAd xaw xatd vopov — To xQuirgio Quil taveL i Eyyoar
oTiuaTog 1600 ato Mégos A dao nae oro Mégog B tov Mntpdou.

Ztnv moooguyn 23/86 umofAiBmme aitnom v eYYooQn otnyv
®AGom 3 anpatog, ov nagovsiale avourth maraun va xalagitel
ETUPAVELQ, QRvOVIAS 0TO TARiOL0, IOV TEQVA, WL dLadyela oe
avrifeon pe 1o vaGhowto pERog Tng, MO HEVEL paUgo. Zinv
TQOGYUYY 24/86 vmoPAifmxe aitnom ywa eyyeo@n otn xAdon 5
onfwatog, mov moQovsiale To  meQlypoupa  €vOg  peydhov
Sramhatupévou BELoug ko kAT 06 OUTE UG Yopua xaToagida.

O xal' ov 1 Altnon anépouye xal Tig do autnoelg pe Pdon ta
agboa  11(I)e) wav 13 Ttov Kep. 268. Qg amotéheopn
ROTOXWEMONay o RapOVJEg TROOPUYES.

Ev  oye. g avagopds ota mw mdve dgbga tov vépou to
AXQOTHQLO EXQLVE WS OTN TUYHEXQUEWT) TLEQITTTeaom TREMEL voL Bewonbel
6T oL enidixeg TOPACEL, MAVONOWTDY THY QREELMom Tou Alol-
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Johnson & Son v, Egépov Epnt. Eqpazov {(1989)
XNTIXOY ALCiO Yia dtTiohoyia.

To Awo0TnQLO, APoT avapEQBMHEe aTig aQyés, oV HETovY 10
BuraoTxd  €heyxo g SuaxQuiikis  eEovoiag Tov  EgoQov
EWnoQuxdv Enpdtov ata Thaiowt g axvpwixis dixawodooiag
TOU AtXOoTNRiow, TEOXMONTE KWE BAon TN vopoloYiat ®aL EQUIVEVOE
To VOMUO 115 ©EGoews oo oo 12 "capable of distinguishing the
goods” ray ®aTEANEE OTO TULTEQUL TDS 1) QOAOT) AUTH ESUTaROUE:
KOTOAANASTNTO TOV OMUOTOS VO SLOXQIVEL ELTTOQEVUATA OXL MWOVO
OV TQAEN, aAAG ®aL ®xoTd vopo. Me Baon v eQunvela auti xar
10 TQOYRATLX( yEYOVOTA TN Vobécews TO ALXAOTAQLO XaTtéANSE
010 CURTEQUONA TS OL ENiBIxES anopdoeLs fioav evhoya duvatés
yur Tov Egogo. O ALTHoE, AXVQWOEWS amoQeimtoviae, ahid
¥wlg dlatayn oxenixd pe £Eoda.

Ot mpooquyis amopointovial xweis EEoda.

Avaepiueves vnoféosis:

Beecham Group Ltd. v. Anuoxpariag (1982) 3 A.A.A. 622,

White Horse Distiflers Ltd. v. E! Greco Distillers Ltd. and Others
(1987} 3 C.L.R. 531,

American Telephone and Telegraph of U.S.A. (1987) 3 C.L.R. 1966,

York Trailer Holdings Ltd. v. Registrar of Trade Marks [{1982] 1 All
E.R.257,

Re Liverpool Electric Cable Co.Ltd. Application 1928, 46 R .P.C.99.

Ipooyuyés.

ITgooguyés evaviiov g amdégacng tov Egdgou
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Ewropuwyv Enudtwv pe tv omola amogeiginoav o
QWTACELS TWV MINT@WY YW gyyouhn OV0 EumoQuitv
onudtwv.

K. Xovoootouions , yux 10ug ALTNTES.

21, Imavvidov (o), Awmydpog tng Anporpatiag B' yw
tov Kaf' ou naitnon.

"‘Cur. adv.vult.
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JAAA, Johnson & Son v, Egogov Epn. Enparov

APTEMIAHE, A: Avdyvwoe nv axoiovdn atéqaon.

H spoogetyovoa eivan etaipeia eyyeypoupévn oty ToAL-
1eio Quiondvoy twv HILA. Zug 28 Magtiov vnéBoie
HEOW TOU AVILTQOGWNOU TNg oTnv Kimpo d00 althoes Y
TNV £YYQU®H LOCQIBUWY. EUTOPIXMY ONULATWV TLG OTOIES O
®ab' ov amépprpe guig 2.11.85. Evaviiov Tng omoQouitTL-
%G WTOPAONG *ATOYWRICTHXAV oL VT HEIOT) TPOOPUYES,
Ol ONOiEG AOYW TV TAUTOOMUWY YEYOVOTWY TTOV TTRQOV-
OLALOUV XAl TWV %OLVMV VOULLKAOY ONpeiwy £X0Uv ouvexrdi-
kaotel. O YQTTEG ayOQEUoELS TV S1adiKwV Kal OAOKAN-
00 10 VM6 TV garéilwv éxer voBeTnBel evamoy pou
yua TV Exdoon IS aTdQaog.

Ta yeyovoTa 08 CUVIOpia eival T axoAouBa:

Ztv nooaguyr 23/86 1o gustoptrd onpa ov voPAnOn-
%E Yu eyypag oty KhGom 3 tagouctdlel avourtr) Tahaun
vo »afapilel pa emL@dvels apRvoviag oTo TAALOLO OV
nEQVa pa duavyeln o aviibeon pe 10 vIGAOWTO PEQOS NG
7OV péver navpo. Ta TAQUOXEVACKRATA OTA OOl 0O
TO JEQOTELVOUEVO O1jua eival yia Tov xaBaQuopd, otiibe-
on, agaigean Altovg xau wméZeon axabipTtwy ovouby.
Znv stpoo@uyn 24/ 86 to gptopurd ofjpa voBAndmue ywa
eyyoogl oty Kidon 5. Autd mogovoldlel 10 ReQiyQuupa
£vOg peydiov Swamhatvpuévov BEAovg ¥ar wdtw omd auvtd
e Yo xatoaida. Ta 100TévIa oV agopd To TROTEL-
VOUEVO GUTS OTUA VUL GUOROZEVTING YO TNV XOTOTTOAE-
unon twv Siaviov xat Ghwv Lolguov.

Zug 11 %o 17.4.85 0 %ef’ ov artdvinoe yoosttwsg otny
QUTTTOL ETULRELC TTWS ) EYYRAPH TWV ENDK®Y GNRATWY
dev PTopovoe va yivel aTOSEXTY YIXTL OTEQOUVTAL SLOKOL-
TWOU XoQaxtfiow, avagépovias Eniong nwg n andégoaot
Tov Afgbmre Baocer Twv mpovowmv tou Gobgov II(I) tou
ITeol Eptoguedv Znpdtwv Nopov, Keg. 268 .

Zug 15.6.85 (zrpoo@uyn 23/80) xaw 20.6.85 (mpoopuyn
24/86), 1 autfitola TiTnoe oXedaon TNg GLINOEWS Yo £Y-
YQPT TWV TOOTELVOUEVLV ONUATOV CURPWVA UE TG TRO-
voleg Tov Kavoviguov 32, tov Kavoviopwv yua ta Epsto-
oG Zhpata 1951-84. Oy evotdoeg eEetdoTray xnotd
duapreia arpoaong, arlra o ‘Epopog dev TG amodéntiue
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Agtepidng, A.  Johnson & Son v, Eqégov Epn. Enparov (1989)
RO TANQOPOENTE G VALOYQ TNV TTROCPEUYOVOU ETALQELD.

O A6yor mov emxadeitar o Suunydeog tng cuthitoLag
yuo TV axvEwon Tng eniding andpaong cuvoypifovial wg
axoh0V0ws: H amdpaon dev eival Se6vIWE aLTlohoynueévn
®natL 0 #oB' ov eviyYNoe XaTOTTLY TAGVNG TEQL TO TERAYRATA
AL TO VOUO YLUTL EQAQUOCE EOPOANLEVES VOULKES QQYES.
Eniong, ovuvexiter n ewnynon tou Sunydgov tng outi-
100G, 0 ®ab' ov dev eEfTage ®aT@ mOGOO TA TPOTELVOUEVT
ONPATA G EX TNG PUONG TOVS HTaY ®oTAAANAC Yo Suénpr-
oM TV ELTOQEVUATWY TNG LTHTOLAG 1) NTAV TQAYUATL K-
TAAANAQ Y TéTowe SudngLon. Toug AGYoVg auToUg ETaVE-
Aafe owmv yoomtt TOu aydgevon O SuwrnydQog g
ALTHTOLOG VTOOTNEILOVTIAG OUCLRTTIXG TS 0 xad' ou £mQe-
7iE, BAOEL TWV HOLINOIWVY OV TEQLEXOVIOL OTLS TQOVOLES
Tov Gfgov II(I), va arrodeytel tv eyypa@n xau Tagabiter
anéonague and 10 yvwotd ovyypapua Kerly' s Law of
Trade Marks and Trade Names, 10n éxdoon, oerig 154, mov
ExeL wg eEig:

“It is not necessary for the applicant to prove that the
mark has actually become distinctive. It is sufficient for
him to satisfy the Registrar that it is not incapable of
becoming distinctive, a much less strenuous task and one
in which the onus lies rather on the opponent than on the
applicant. The expression ‘capable of distinguishing'
seems to me to have a sowhat wider import than the
expression ' adapted to distinguish' as interpreted by the
authorities, in that it embraces marks which have not, at
the date of the application, but which, if used long
enough, may thereafter become distinctive of the goods
of the proprietor of the mark."

Eivaw vopohoyiaxd Bepehuopévo mwg 10 ALOKNTIRG Al-
HOOTHOLO OTNV EVAORNON TNG EAEYHTIXNG TOV S1xaL0d00iag
nEGEewg dLowmnTixol ogYavou dev voxadloTd pe T duxi
TOV ®Qion, wg 7Eog to mowd Ba fitav n opbn amdPaon,
avtl Tov opyavou. Encufaiver axvpwtind téte udvo dtrav
amodexTElL WG %ATA TN AYM TG adpaons 1o SLoNTLXG
opyavo dev axohoufnoe TG aQyég Tou Swaiov, 6mwg
auTEG £XOVV natd xowols xaBoQuotel, b Ta aQuodia
Awaotipwa. H Baoun 6e apxi eivar mug 10 Aaotiguo
dev Ba enéuPer ep600 10 SLornTind GEyavo aTabpoe 0pbd
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3AAA. Johnsen & Son v, E@épov Ean, Enpatwy  Aguepidns, A.

10 CUOLDAN YeYOVHTa RaL 1) atdpaot) Tov dev BacloTMe OF
TRETAQVIUEVT] EXTIUNOT TOUS 1) OF E0QUANEVY EQUNVELR TOV
vouov, 1 aotekel xatdyenon 1 vréglaon Twv ELOVOLDV
tov. H andgaon de tg doinnong eival ampdoBAnty egpooo
NTav €VA0YE EQUXTT OTQ TAQLOLO TWV EE0UGUOV TNG. { AEg
Beecham Group Ltd. v. Anuoxgariag (1982) 3 A.A.A.622
0eX.633 xat White Horse Distillers Ltd. v. El Greco
Distillers Ltd. & Others(1987)3 A.A.A. 531, IOV A@OQEOVV
ot ano@éaels touv E@ogov Epmogurwy Znudtwy).

2T yoomtit aydgevon tng dirnydpov tou xab' ov uno-
OTNEILOVIAL OL ATOPACELS TOV ®aL YIVETAL TTANONG AvaQpo-
04 01N dLadixacia TOU axoAOUONTE %L TO QLTLOAOYLKO
. Ou AdyoL mov astépQupe 0 "EQOQog Ta TPOTELVOUEVA
oMuaTa avaEEQovial OTHV EMLOTOA Tov, 6TL OnAadt autd
OTEQOUVIAL JLAHQLTLXOY YUQUXTHQW XAl E(VAL FTEQLIAEOV
EVOTAOLa BAOEL TV TEOVOLWDY Tou GoBgou 13 Tou Nopou.
ZINV ETLOTOAR QUTY YiVETOL WVEiD TOU OyeTL®ov apbpov,
dniadn 11{1), oto ostoio Paclotnre n oxdeaon, N OTOIX
HOL WG EX TOVTOV eival TANOWS atTLOMOYNUEVN YLt didEL
oV atitoue eaprels AGyoug yua T AyM TNg, TOUg
ostolovg ®aL 1 ide YENoLOToINgE Yua TNV TQOGPOAY TNS.
To SLownTine AQOTIHOLO £YEL DG EX TOUTOU EVIHTLOV TOV
OAOXANQ0 TO VAO 1OV 0d1yNoE Tov xafd' ov oIV ANoOPa-
On TOU MOTE VA EEQOXNOEL TNV EAEYXRTLXT] TOV SLraodoaoia.

To apfigo 1 1(T)(e) Tou vopou €xer wg eEng:
11(1) In order for a trade mark to be registrable in

Part A of the register, it must contain or consist of at
least one of the following essential particulars:-

(e) any other distinctive mark, but a name, signature,
or word or words, other than such as fall within the
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Aprepidyg, A.  Johnson & Son v. Egégov Epn. Enparov . (1989)

descriptions in the foregoing paragraphs (a), (b),(c), and
(d), shall not be registrable under the provisions of this
paragraph except upon evidence of its distinctiveness”.

(2) For the purposes of this section’ distinctive’ means
adapted, in relation to the goods in respect of which a
trade mark is registered or proposed to be registered, to
distinguish goods with which the proprietor of the trade
mark is or may be connected in the course of trade from
goods in the case of which no such connection subsists,
either generally or, where the trade mark is registered or
proposed to be registered subject to limitations, in
relation to use within the extent of the registration.

(3) In determining whether a trade mark is adapied to
distinguish as aforesaid the registrar may have regard to
the extent to which -

(a) the trade mark is inherently adapted to distinguish as
aforesaid and

(b) by reason of the use of the trade mark or of any other
circumstances, the trade mark is in fact adapted to
distinguish as aforesaid.

EZewd) o duAny0pog g ¢LTNToLaS ELOMYELTaL WS O
‘EqoQog, €otw xaL av wiéoQrye Ta STQOTELVOREVA ONUATQ
Baoer Tov Apbpov 11 émpene va eEetdoel a1l 16cO AVl
Bu utogovouv vu eyypagouv gtov Iivaxo B tov untpwov
Baoer Tou dboou 12, TaQaBiT IO ®ATW TLS TOOVOLES KAl
autov tov GpBoov:

"12(1) In order for a trade mark to be registrable in
part B of the register it must be capable, in relation to the
goods in respect of which it is registered or proposed to
be registered, of distinguishing goods with which the
proprietor of the trade mark is or may be connected in
the course of trade from goods in the case of which no

* such connection subsists, either generally, or, where the
trade mark is registered or proposed to be registered
subject to limitations, in relation to use within the extent
of the registration.

64

10

13

20

25

30

35

40



10

15

20

25

30

35

40

3A.AA. Johnson & Son v. Egdgov Epn. Equatey  Apteptdng, A.

(2) In determining whether a trade mark is capable of dis-
tinguishing as aforesaid the Registrar may have regard to
the extent to which -

(a) the trade mark is inherently capable of distinguishing
as aforesaid; and

(b) by reason of the use of the trade mark or of any other
circumstances, the trade mark is in fact capable of distin-
guishing as aforesaid.”;

H anavinon otn Béon avti tov Suxnydpov tov xab' ov
elval WG O TEAEVTALOZ TAVIOTE  ESETGlEL HOL TN
duvatdtnra eyyeagts evog ofuatog otov ITivaxa B tov
UNTQWOV £0TL #aL GV 1) aiTnon £YLVE YU EYYQUEPN OTOV
Mivaxa A.

To &h\o @gbgo mou agopd oTnv TTagovca vrtobeon
gival 10 13 10 0710I0 £xEL WG £3RG:-

"13. It shall not be lawful to register as a trade mark or
part of a trade mark any matter the use of which would,
by reason of its being likely to deceive or cause confusion
or otherwise,, be disentitled to protection in a court of
justice, or would be contrary to law or morality, or any
scandalous design."

Ouv moévotes twv Gpbowv  avtov eEETAoTRaY Ot
aQLONS VTOBETEWY KO EVOELXTLNG TOQUITEUTW OTNV Ame-
rican Telephone and Telegraph of US.A. (1987) 3
A.AA1966, oty omoio 0 dwmaoTig %. ZTofPidng nduvel
EXTETaUEVY] avagoQd otn voporoyio. H amdgaocn auth
emvowinre wtd v Qlopflews TOU  AvTATov
Awagtnoiov ot 10.1.89. To attwohoyind Ouwg ng
antogaons fa exdobel agyotepa.

Na pov emitoomel Ouwg Vo XMW HOTWS EXTETUUEVT
avagQopd Ot TROCEaIN WIGPACY TOU AXACTNOIOU TWV
A6Qdwv g Ayyiiag v oto itnua , vy York Trailer
Holdings Ltd. v. Registrar of Trade Marks [1982] 1 All
E.R.257. Znv tehevtaia napdyoago tng aehidag 260 o
A6Qdog Wilberforce avagépetar otn vopohoyio Tov
QoG aTn JLaPoQomoinan Twy avrioTolxwv &eBowv 9 ot
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Agrepidns, A, Johinson & Son v, Egdgow Eun. Ippduov {1989)

10 tov Trade Marks Act 1938 twv agbowv 11 ®at 12 tov
dwol pag Népovu (Keg. 268), nat Aéet ta €E1g:-

"Exactly what was the purpose of the first amendment
(i.e in distinguishing beiween' adapted ' and ' capable’ ) is
not entirely clear judicial attempts have been made to cla-
rify it. In Re Davi's Trade Marks, Davis v. Sussex Rub-
ber Co. Ltd.[1927]12 Ch. 345 at 355-356 (‘Ustikon') Lord
Hanworth MR, accepting that 'capable of distinguishing'
might indicate a more benevolent test than ' adapted to
distinguish', said that ‘capable’ might perhaps refer to the
future, and his opinion was shared by the other members
of the court, Sargant L.J. (at 360) and Lawrence, L.J. (at
3636). Amore sophisticated explanation was offered by
Lioyd-Jacob in Weldmesh Trade Mark (1965) RPC 590 at
594.1 do not think that further analysis of the two expres-
sions 1§ necessary on this occasion, because it is not this
that is the critical distinction in the present case. Intdeed re-
liance on it, and on the supposed greater liberality of the
word ' capable' as opposed to ' adapted’ by the judge cons-
titutes, to my mind, the essential fallacy in his judgment
and in the respondents' argument in this House. Even if
.10 indicated a greater liberality of approach than 8.9, it is
liberality in a direction which is irrelevant for present pur-
poses.”

T va s1eoywonoeL oty oehida 261 xoL vo teL Ta EENS

ovoLWwON:

"..... and there can be no doubt that exactly similar rea-
soning must be applied to the words 'inherently capable
of distinguishing' in s.10(2)(a) of the 1938 Act. They
mean, in effect ‘capable in law of distinguishing', the rele-
vant law being the accepted principle that, in relation to
certain words, of which laudatory epithets and some geo-
graphical names were established examples, traders could
not obtain a monopoly in the use of such words (however
distinctive) to the detriment of members of the public
who, in the future, and in connection with other goods,
might desire to use them."

ZTN OUVEYELD O AGQO0G AaoTNS CVOQEQETaL ‘ULO-BE‘I:(.()-
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3 A.AA. Johnson & Son v. Egopov Epn. Enuatwv  Aprepidns, A.

viag TV andgaon tou Egetelov oty vaobeon Re
Liverpool Electric Cable Co. Ltd.'s Applications 1928,
46 R.P.C.99, onov eEcTdoTHe 1) XOTAGTAOT AVAPOQIKG
*aL pe 1oug 800 Iivaxeg A #aw B nau 0 AGQS0G ALXAOTAG
Hanworth gine 1o e€g:-

s when you come to regard the right of the
public at large, the traders at Liverpool and the like, it
appears to me that the Registrar would be quite right in
holding that a word of that importance and significance
ought not to be used or allowed to be treated as a word
capable of distinguishing , because it has not mere¢ly to be
capable in fact but it must be capable in law".

To ®QUTHQLO ETouEvVg Yua ToV 'EQoQo ®atd tnv eEETa-
oM TTROTELVOUEVOD OTILATOS Yia £YYoa@ %ol atoug dvo Ti-
vaxeg A ®al B, elvon ®atd 60 10 onpe outo elval kaTah-
ANAOo 7EOS OLEMELON TWV SPTOQEVRATWY TOV LInTh oYL
WOvo otn TEAEN alhd xau xatd vopo. H eyypagn oe eivan
EVOTAOLUT OV QUOLOUTLXG »UTOATYEL OF POVOTIWANGTN TOV
onpatog el Phoog dhiwy aposomwy mov Ho usrogovoay
V& TO XONOLULOTOLOUY ®XahOmota otn ouvin mogela g
EQYQOLOG AVAPOQLXG UE TU ELTTOQEVRATA.

Ziny o xpion vobeon o ‘Eqgopog agoy HEALTNOE TQ
TQOTELVOPEVR ofuata XATénEe OTO CUNTEQAouUa WG
QUTa dev €xoUv OToLodNToTE LOWITEQD YROUHTNOLOTLKG
Ywti 1600 10 avigwiivo yEoL 600 %ol M HATCO.QLOA IOV
epgavilovial ge qutd, VTGO ouV ol ot Ghha 1On eyye-
YOOUUEVE OMUaTO %KoL eTopéving Suvatd va TTOOKAAELTAL
olyyuon 1 eEastdnom tov xowov. O Egogog "Eumogunwy
Znudtwv eival 0 apddLog AELTOUQYOS O OTOLOS QUAGTTEL
®au agorohovdel to Mytpwo Epstogidv Znpdtwy, sival
VEVOUVOS Yo 11 SLHoPA LN TWV TUUPEQOVIWY TOCO TWV
EYYEYQQUUEVWV LOLOKTNTWV OO0 KAl TOU KOLVOU YEVIXOTE-
pa. Me 10 dedopévo quTd 10 AaoTIQLO dVOROAG ETTEU-
Baiver otn SLaxpLin Tov gvyépela ®atd TV EEETAOT QLTn-
OEWS EYYQQQTS EWTOQLXOY OHNATOS, EXTOS av HaTadeLyTel
WG M and@aon Tov dev Hrov evhova eIy we Bdon To
VAWO oV eiye EVOOLOV TOV. ZTnV maQouoa vrobeon n
npoogeltyovoa etawpeia Sev £deike xavévav Adyo faocer
Tov otolov n andpaon tov %ol ov va ®WBEl wg mAnupe-
M. Ou npoopuyés emopévig omopimtovia ahhd dev yi-
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Aptepidng, A, Johnson & Son v. Egopov Eprr. Equarov (1989)
vetal orotadnimote Swatayr yuo EEoda.

O TEOOQPUYES aTopQLITTOVIaL Xwois éSoda.
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