3 CLLR.

1988 September 29
[CHRYSOSTOMIS, AG.J.) |

IN THE MATTER OF ARTICLE 146 OF THE CONSTITUTION

v

TOMS FOODS LIMITED,
Applicanis,
- oy,
r - 4 4y
. V.
THE REPUBLIC OF CYPRUS, THROUGH . s
THE REGISTRAR OF THE TRADE MARKS,
M
Respondent,

g oo - * (Case No. 73/74).
Trade marks—The Trade Marks Law, Cap. 268—Registrab'ility—:l udicial con-
trol—Principles applicable—"FIZZA" for beverages—Refusal on ground

that it has a direct reference to the quality of the goods and that it may cause
. confusion—Reasonably open to the respondent.
* te N .

Recourse for annulmeni~-Facts relied upon by Administration—No complaint
concerning them made by applicant—Presumption that they were correctly
ascertained—Court will not raise ex proprio motu an issue concerning their

COrrectness.
‘The facfs of this case need hlét be summarised. , i ’
N e ) w5 T i
10 .o ' B """ Recourse dismissed.
) No order as to costs.
Cases referred fo: BRI e
. . . . - \. v ~ Yo N t. =
" Edstman Pholograpfuc Matenals Co. v. Comptrolier-GeneraI of Patents,
T Des:gru' and Trade Marks [1898] A C. 571 H. L
15

HjiMithae! and Others v\ The Republic (1972) 3 CLR. 246;
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Toms Foods Ltd. v. Republic (1988)

facovides Enterprises v. The Republic (1986) 3 C.LR. 2101;
Merck v. The Republic and another 61972) 3C.L.R. 548;

White Horse Distillers Ltd. v. El Greco Distillers Ltd. (1987) 3 CL.R.
531.

Recourse.

Recourse against the refusal of the respondent to register in
Class 32 of Part A of the Register of Trade Marks of the trade
mark "FIZZA" in respect of beverages.

L. Christodoulides (Miss), for L. Papaphilippou, for the appli-
cants,

S. Georghiades, Senior Counsel of the Republic, for the re-
spondent.

Cur. adv. vult.

CHRYSOSTOMIS Ag. J. read the following judgment. The
Applicants are a company of limited liability registered in Cyprus
and they are in the industry of dried nuts, vegetables and prepara-
tions of same. :

On 17/11/73 the Applicants applied to the Respondent Regis-
trar of Trade Marks for the registration in class 32 of part A of the
Register of the trade mark "FIZZA" in respect of beverages
(oLpomL).

The Respondent Registrar acting through the Assistant Regis-
trar of Trade Marks by his letter dated 17/12/73 informed the Ap-
plicants of his objections, to wit, that on the basis of the provi-
sions of paragraph (d) of s. 11(1) of the Trade Marks Law, Cap.
268, the application could not be entertained because the pro-
posed trade mark has direct reference to the character or quality of
the goods and that it is not distinctive under s.11(1)(e). There
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was- also’ objccnon on the basrs of 5.13 of the Law: Furthcrmore,
iri the'said letter it is Stated that te word "FIZZA" is d 'minor vari-
ation 6f the word "FIZZ" which is defined in’Webster's Diction”
ary as "an effervescent beverage, specifically a drink vanous]y
made of spirituous liquor carbonated water and lemon juice”.

LA TET R VI LR DRRI B8 Bowtrlee it "

S1'0n'31/12/73 the Apphcants‘through théir advocate filed a con-
sidéred reply pursuant 16'the’ prov1sxons of Rule 32 of thie Tradé
Marks Rules'1951 By thelr teply the Apphcant subriitied that e
word "FIZZA"-has no direct referénce to the' character or quality
of the goods aiid théy exclusively referred to ‘Halsbiity's Laws of
England, 3rd Edn., Vol. 38, p. 521, paras. 864 and 865. Para.

864 reads'is follows:» % - e Tz 00

L U .
41'3 PRI S PR 7 B '1'. T <A e ST BRPIRTE G R I "“ lL Pl

"' "Words havmg rio direct féference. Thé mtroducnon of the
v word 'du‘cct 1n 'the’ descnptlon ‘of reglstrablc ‘words ‘show$
that the meré faét of words having some reference'to the goods
does not render them incapable of reglstmnon and was intend-
ted to dorrect the tendency to'find somé commendatory or de-
scnptlve reférence i m any word that mighit b& proposcd and’fo
-make iPClear that'd ‘descriptivé word‘may‘at thé-same time'be
distinctive. It allows*thé‘registration of a Pnumber of ‘Words
really fitted to form the name of goods although they may sug-
gest some object or quality ‘of such goods ‘Whether a' word
has such a direct rcfcrcnce is largely a question of fact in each

"' case. In decrdmg this’ quesuon the mbunal has'to exammc the
> 'imgrk ot in its strict grammiatical srgmﬁcance but as'it' would

. represent-itself- to thé public at'large who are-td look atit and to

¢ form a view as to what it‘connotes:A mark havmg an indirect
reference to a quality of the goods is not necessarily deceptive
because the owner might apply 1t to goods not havmg s_uch

L, EIRE

quality*" bt T .

AT PR B S I PR TRG G ESYPRRL I (300 SR TN Y R “

Para. 865 refers to examples of words held t6Have ‘no direct
reference to the character and quality of the goods. From these
examples, -learned 'counsel for ilie Apphcants referred to the
words "Dustic" for adhesives, "Buster" for animal food; "Moto-
rine” for lubricating oils and "Rosette” for face powder, and said
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Chrysostomis J. Toms Foods Lid. v. Republic (1938)

that these words were found not to have "direct” reference to the
character and quality of the goods in spite of the facts that they
had "some" reference to the goods, if the last syllable was omitted
from those words.

As regards the issue of "distinctiveness”, the Applicants re-
ferred to another extract from Halsbury's Laws of England, 3rd
Edn., Vol. 38, para. 861, p. 520, to the effect that the telescoping
of two dictionary words which are descriptive can produce an in-
vented word, and for this purpose they referred to the word
"Whiskeur" which is referred to at foomote "c” of that page.

The Respondent Registrar through his Assistant by his letter
dated 11/1/74, informed the Applicants that he reconsidered the
application on the basis of the matters referred to in the consi-
dered reply, but it was not made possible for the application to be
entertained and, consequently, his objection still stands.

The Respondent was not required by the Applicants to state in
writing the grounds of his decision and the material used by him
in arriving thereat. Instead, as a result of the Respondent's reply,
the Applicants filed the present Recourse.

The grounds on which the Recourse is based are as follows:

(1) The Respondent was wrong and/or acted under a miscon-
ception as regards the construction of the Trade Marks
Law, Cap. 268, and, in particular, as regards the meaning
of the phrase "...direct reference to the character or quality
of the goods..." referred to in s.11(1)(d).

(2) The Respondent was wrong in finding that the proposed
trade mark had direct reference to the character or quality of
the goods.

(3) The Respondent wrongly decided that the proposed trade
mark lacks distinctiveness.
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- (4) The Respondent wrongly decrded that the proposed trade
! mark is not an invented word. "

|| g o . - ’oa

PR

v *By his wntten address' léarned counsel’ for the’ Applicants
relied on his con51dered réply and he submitted that the contents
thereof correctly sum up the law applicable to this case. He also
said that the "article, the subject of these proceedings, is a powder
known in the istand as 'FIZZA' which, with the addition of wa-
ter, becomes effervescent, and is drank asa refreshment"

* Learned counsel for ‘the Respondent réfeired to the discrétion
the Regrstrar has got and cued Halsbury's Laws of England; 3rd
Edn:, Vol. 38, p:518, pdra. 859. He also submitted that the pro-
posed trade fark is fiot an invented word 'and he'cited Eastman
Photographic Materidls Co. v. Comptroller-General of Patents,
Des:gns and Trade Marks [1898] A.C. 571 H:L. He flrther $tat-
ed'that the' proposed trade mark has'direct reference to the ¢harac-
ter of the goods; thatit is' lrkely to deceive or caitse'confusion and
that it'is riot distinctive. 'As regards the Uise of the word "FIZZA"
in Cyprus, he sdid thit this word is widely uséd here, to denote a
téfreshment in'thé‘form of an effervescent‘powder ‘also known as
"Afroza”. R

“1Although both Counsel referred to the usé‘and the 'under_stand-
ing of the proposed trade mark in Cyprus, nevertheless the‘Re-
spondent in his letter dated 17/12/73 (Exh. 1) did not refer to
such’use but hé: only’ conﬁned himself to the meaning of the word
as defined in: Webster 5 Drctronary Of course, the Court was not
affordeéd the opportunity to see a statement of thé grounds of: the
sub judice decision, as the Applicants did not invoke the proce-
dure under s. 19(4) '

RTINS L J T [ + LSRN

‘Be that as it may,*the Appllcants do not complain that the Re-
spondent failed to take thisfactor into consideration in taking the
sub judice decision or that it was not open to him to reach his sub
judice decision as he had not carried out a due inquiry. In'the cir-
cumstances, the Court cannot consider this aspect on its own mo-
tion, as'the Applicants never raised it,‘and thus it must be pre-
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Chrysostomis J. Toms Foods Ltd. v. Republic (1988)

sumed that the administrative Authority made a correct ascertain-
ment of the facts about which there is no complaint and evaluated
same correctly. Such a presuption, of course, is rebuttable but as
I said, in this case this issue was not raised. (Vide Koumis Hji
Michael and others v. The Republic (1972) 3 C.L.R. 246 at p.
252). Also, useful reference may be made to Michael Dendias on
Administrative Law 1965, Vol. 3, at p. 329 where the following
is to be found:

"B' AnddelELs g mepl ta pdypata thdwng. H nepl ta
npdypata mwhdvn Sev ehéyyetal vrd Tov dXaoTOV avte-
mayyéhtwg, adld povo eg' doov erxadeltal tnv VrapELy
avTig O TEOUPEVYWY XOTA TEXpPNOLOV dnh. TO evmeynoav
drotntundy dpyavoy Bewpeltal, 6t eEnnplfwoe ta mpay-
HOTLd epLoTating xau eEetipnoev avtd opbig. Ovtw o
SunaoTiic dev eLORYETAL ELC EQEUVAY TUXOV VPLOTANEVNS
rAdvng el Ta TEAYRATA, EAV O TQOTPEVYWY SEV PORE-
AgL TaUTnY, 6TE 0UTOG pev Papgeltar dud Tng amodelEewg
avtig, 0 8 ARaOTAG EAEYYEL ELG EXATTNY OUYHEXQLUEVTY
neplntwaoly v “vAdétnTa' (matérialité) Twv emxaAoupé-
V@Y VTG TOV ROUPETYOVOS 1Q0g HaTddetELy Tng TAdvng
yEYOVOTWY 1) XOTaoTAoEWY."

(Also, vide M. Stasinopoulos on the Law of Administrative
Acts 1951, p.306).

As regards the issue of administrative discretion, a useful refe-
rence may be made to the case of lacovides Enterprises v. The
Republic (1986) 3 C.L.R. 2101, where Stylianides, J. said at p.
2106:

"The evaluation of the facts is within the discretionary pow-
er of the administrative Authority. An administrative Court can
only interfere if there exists an improper use of the discretion-
ary power or a misconception concerning the factual situation
or the non-taking into account of material factors."

Also, in the case of Merck v. The Republic and another (1972)
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3 C.L.R.. 548, A. Loizou, J, (as he then was ) referred 10 the
discretion of the Registrar of Trade Marks and said at p.'564 the
following:

"To my, mind, the, Registrar in exercisinghis discretion, is
not limited to any. pameular type of consideration. He must ex--
efcise it judicially ¢ on reasonable grounds which are capable of
; being clearly stated. He has to examine the possible confu-
snons or difficulties which might arise in consequence of the
reglstratlon of the :trade mark or the possible impairment of the
rights of othcr traders to do that which, apart from the registra-
Jtion, mlght be their ordmary mode of carrymg on.their bu31-
DCSS L

‘L‘..“J'. ' yogf i LAVUIN ]
The point, therefore, that arises for consideration, is the ex-

. tent to which this.Court will interfere with the exercise of ad-
minsitrative discretion. This matter has been the subject of ju-
dicial pronouncement in a number of cases (See, inter alia,
Jacovos Jacovides v. The Republic (1969) 3 C.L.R. page
212 Impalex Agencies Lid. v. The Republic (1970) 3 CL.R.
' 361, and Psaras v. The Ministry of Commerce and Industry
(1971) 3 C.L.R. 151). This Court will not interfere with such
a discretion if due weight has been given to all material facts, it
has not been based on a misconception of law or fact and it
was not exercised in excess or abuse of power.”

In the case of White Horse Distillers Ltd. v. El Greco Distillers
Ltd. (1987) 3 C.L.R. 531, the approach of our Supreme Court as
to when the Court should interfere with an administrative decision
regarding registrability of a trade mark, was reviewed by the Full
Bench and Triantafyllides, P. had this to say at p. 534:

"It is the well established approach of our Supreme Court,
on the basis of the principles governing the exercise of its ju-
risdiction as an administrative Court in the first instance and on
appeal, that it does not interfere with an administrative decision
regarding the registrability of a trade mark if such decision was
reasonably open to the Registrar of Trade Marks and does not
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Chrysostomis J. Toms Foods Ltd. v. Republic (1988)

substitute its own evaluation in the place of that of the Regis-

The burden of proving the aforementioned grounds on which
this Recourse is based, lies on the Applicants. I have considered
the material before me, the grounds of objection of the Respon-
dent, the arguments advanced and the aforementioned legal posi-
tion. The Applicants have failed to persuade me that the sub ju-
dice decision was errongous and I hold the view that all the
objections of the Respondent were reasonably open to him and
that he exercised his discretion properly in the circumstances. The
word "FIZZA" is not distinctive nor an invented word, and it has
direct reference to the character of the goods and is likely to lead
to deception or confusion.

In the result, this Recourse fails and is hereby dismissed with
no order as to CosISs. '

Recourse dismissed.
No order as 1o cosis.
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