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{L. Loizou, )}
IN THE MATTER OF ARTICLE 146 OF THE CONSTITUTION

CURZON TOBACCO COMPANY LIMITED,

Applicant,
and

THE REPUBLIC OF CYPRUS, THROUGH
THE OFFICIAL RECEIVER AND REGISTRAR IN HIS
CAPACITY AS REGISTRAR OF TRADE MARKS,

" Respondent.

(Case No. 92/73).

Trade Marks—Registration—Revocation of registration accepted in
the first instance and without opposition by third parties—Possible
if application has been accepted in error—Section 21 (1) of the
Trade Marks Law, Cap. 268 and rule 53 of the Trade Marks
Rules, 1951.

Trade Marks— Registrability—Invented word—"'Premier’——Foreign
word—Cannot merely by reason thereof be considered uas an
invented word—Application for registration of word *' Premier” |
in respect of cigarettes, cigars and tobacco products—Having
regard to the meanings of the word it cannot be said that it has
no direct reference to the character and quality of the goods—
Section 11 (1) {c) and () of the Trade Marks Law, Cap. 268.

Administrative Law—Revocation of administrative decision—Open to
Registrar of Trade Marks to withdraw his acceptance to registra-
tion of trade marks if acceptance had been made in error—Section
21 (1) of the Trade Marks Law, Cap. 268.

The applicant challenges the validity of the decision of the
Registrar of Trade Marks, dated 26th February, 1973, whereby
he revoked his own earlier decision, taken after hearing the
applicants, to accept registration of the word ** Premier” without
the said decision having been objected to or challenged by any-
body.

It was contended on behalf of the applicants that:

(a) Under the provisions of s. 21 (1) of the Trade Marks
Law, Cap. 268 it was not open to the Registrar to
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withdraw his acceptance, because at the hearing he had
agreed to register the mark in part B of the register
and informed applicant’s counsel accordingly.

{b) The Registrar’s decision is contrary to the principles of
administrative Law. -

(¢) The word “Premier” is registrable under the provisions
of 5. 11 (1) of Cap. 268.

Held, (1) 1t is quite apparent from the wording of section
21 (1) that the Registrar has power to refuse registration even
though the application has been accepted in the first instance
and there has been no opposition to the registration if such
application has been accepted in error. (See, also, rule 53 of
the Trade Marks Rules, 1951).

(2) (a) Regarding the issue of registrability this application
could only be considered under paragraphs (¢) and (d) of s.
11 (1) of Cap. 268.

(2) (b) As to paragraph (c) of s. 11 (1} it is impossible to
suggest that the word ** Premier” is an invented word in the
sense that it is “new and freshly coined” as very aptly described
by Lord Macnaghten in the ** Sofio” case [1898] A.C. 571.
It is a word in ordinary and common use and is to be found
in any English or French dictionary; and there is ample
authority in support of the proposition that a foreign word cannot
merely by reason thereof be considered an invented word.

(2) (c¢) Reparding paragraph (d) of s. 11(l) Cap. 268 1
agree with the submission of counsel for the respondent that
having regard to the meanings of the word it cannot be said
that it has no direct reference to the character and quality of
the goods.

Application dismissed.

Cases referred to:

““Solio” case (Eastman Photographic Materials Co. Ltd. and The
Comptroller-General of Patents, Designs and Trade Marks
[1898]) A.C. 571. :

Recourse,

Recourse against the decision of the respondent dated 26th
February, 1973, whereby he revoked his earlier decision to
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accept registration of the word “Premier”, without the said
decision having been objected to or challenged by anybody.

A. Emilianides with E. Emilignides, for the applicant.
R. Gavrielides, Counsel of the Republic, for the respondent.
Cur. adv. vult.

The facts sufficiently appear in the judgment* of the Court
delibered by:-

L. Loizou, J.: By the present recourse the applicant chal-
tenges the validity of the decision of the Registrar of Trade
Marks dated 26th February, 1973, whereby he revoked his own
earlier decision, taken after hearing the applicants, to accept
registration of the word *“ Premier” without the said decision
having been objected to or challenged by anybody.

The facts of the case are briefly as follows:

The applicant is a tobacco company registered in Montreal
in the province of Quebec in Canada.

In August, 1971, the applicant applied to the Registrar of
Trade Marks for the registration of the word *“Premier” in
respect of cigarettes, cigars and tobacco products. By letter
dated the 1st September, 1971, the respondent informed the
applicant that his application could not be accepted on the
ground that the proposed trade mark (a) had a direct reference
to the character and quality of the goods and (b) was devoid
of any distinctive character and also on the ground that it
offended against the provisions of section 13 of the Trade
Marks Law, Cap. 268. Thereupon applicant’s counsel re-
quested an interview with the respondent in order to discuss
the matter. After a hearing which was concluded on the 13th
March, 1971, the respondent informed the applicant, through
his counsel, by letter dated 27th March, 1972 (exhibit 2) that
the proposed trade mark was accepted for registration in part
B of the Register and in consequence the application was duly
published in Supplement No. 5 to the Gazette of the 25th August,
1972.

On the 9th December, 1972, the Registrar informed appli-
cant’s counsel by his letter exhibit 3 that after further considera-
tion of the matter he had decided to withdraw his acceptance of

* Anp -appeal has been lodged against this judgment. The appeal has been
heard and judgment thereon has been reserved. .
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the application for regisiration of the trade mark in question
on the ground that it had been accepted in error and advised
him to proceed under rule 32 of the Trade Marks Rules 1951,
This rule reads as follows:

“32. If the Registrar objects to the application, he shall
inform the applicant of his objections in writing, and
unless within two months applicant applies for a hearing or
makes a considered reply in writing to those objections he
shall be deemed to have withdrawn his application™.

1t would appear that the applicant requested the respondent
for further particulars for his decision to withdraw his accept-
ance of the application and in reply the Registrar wrote to
applicant’s counsel the letter exhibit 4 which is dated 2%9th
December, 1972, and reads as follows:

“1 .ha\'fe to refer to your letters of the 15th and 18th
December, 1972 and to inform you that the acceptance of
the mark has been withdrawn in view of the following
meanings of the word PREMIER which were overlooked

_oat the time of the examination of the application:

“1) Webster’s New International Dictionary Premier — First
in position, rank or importance. Chief, principal,
leading.

2) Oxford’s Dictionary Premier — First in position, impor-
tance, or rank; Chief, leading, foremost.

3) French Dictionary Premier, —éere — First”.

..Later on the applicant, pursuant to the provisions of rule 32
applied for a hearing. The hearing took place on the 26th
February, 1973; copy of the notes kept at the hearing and of
the Registrar’s decision refusing the application for registration
both under parts A and B of the Register has been produced
by consent and is exhibit 5 in these proceedings. Following
the Registrar’s refusal applicant filed the present recourse.

The grounds of law upon which the application is based are
the following:

* 1. 'H &xbpwois Tiis éyypapfis iumopikoU oNUaTOS Yevopé-
vou f18n &mobexTou kaTdmv pehfTns kel yporTiis droboyfis

* An English translation of this text appears at p. 370 post.
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Tov Umd Tou ke’ 0¥ ] aitnois "Egdpou 'Eptropixédy Znudreov
HETS THY EmPory Bpou kaTaywprioews gis T& Tufux B ToU
pnTpwov kel peTd Thv Bnuocisvow Tiis &yyedlos Tou el T
"Emrionuov *EpnuepiBo Sev émitpémeTan.  Mdvov katomv poc-
PoAfis kel Trpooguyfls dxupdTrnTos Tiis Eyypapfis &k pépous
Emnpecfoptvou  TpiTov kol Koardmw BikaoTikfs dkpodoews
tromiov dppoblov kal vopipou Bikaornplov EmiTpéwreran kard
TO ZvTaypa kat Tous Népous ) *Axlpwols.

2. O xaf’ ol ) Altnois Espodev els 10 611 1 els v "AyyAl-
kv kai FaAhixiis wpoedevoews Attiy PREMIER &tv elvon
tyypéynuos ka®’ &1 alTn elven Eyysypoauuévn kai els Kovabdw
omou &ugdTepan 1y "AyyAin kol Foaddikn yAdooa spAcivTal
kai elven dmionuot kal el Ty "EAAGSa &ov 1) ‘EAAmvikd elven
¢mionpos s kai fv Kimrpos.™

It was contended by learned counsel in the course of the
hearing of the recourse that under the provisions of section
21 (1} of the Trade Marks Law, Cap. 268 it was not open to
the Registrar to withdraw his acceptance because at the hearing
of the 13th March, 1972, he had agreed to register the mark
in part B of the register and informed applicant’s counsel accor-
dingly by his letter of the 27th March, 1972 (exhibit 2). He
also argued that the Registrar’s decision is contrary to the
principles of administrative law. He finally submitted that the
word “ Premier” according to the Oxford 1llustrated Dictionary
when used as a noun means “ Prime Minister” or * the Secre-
tary of State” and that the registration of the same word was
accepted in Greece.

Learned counsel for the respondent, on the other hand,
submitted that respondent’s acceptance could be withdrawn both
under the provisions of the Trade Marks Law and under adminis-
trative law; and that the respondent was justified in refusing
to register the mark as such mark was not registrable under the
law.

In so far as the first ground of law is concerned the relevant
section of the law is section 21 (1) which reads as follows:

“21 (). When an application for registration of a trade
mark in Part A or in Part B of the register has been accepted,
and either —

(a) The application has not been opposed and the
time for notice of opposition has expired; or
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(b) The application has been opposed and the regis-
tration has been decided in favour of the appli-
cant, -

the Registrar shall, unless the application has been accepted
in error or unless the Court otherwise directs, register the
trade mark in Part A or Part B, as the case may be, and
the trade mark, when registercd, shall be registered as of
the date of the application for registration, and that date
shall be deemed for the purposes of this law to be the
date of registration,

(2) On the registration of a trade mark the Registrar
shall under his hand and seal issue to the applicant a certifi-
cate in the prescribed form of the repistration thereof.

(3) Where registration of a trade mark is not com-
pleted within 12 months from the date of the application
by reason of default on the part of the applicant, the Re-
gistrar may, after giving notice of the non-completion to
the applicant in writing in the prescribed manner, treat
the application as abandoned unless it is completed within
the time specified in that behalf in the notice”.

It is quite apparent from the wording of this section that
the Registrar has power to refuse registration even though the
application has been accepted in the first instance and there
has been no opposition to the registration if such application
has been accepted in error. It is significant that under rule 53
of 'the Trade Marks Rules 1951 entry in the Register after the
expiration of two months from the date of the advertisement
in the Gazette is made subject to the determination of any
opposition and also subject to the provisions of section 21'(1).
Furthermore both the initial acceptance and the advertisement
of the application are merely inierim measures leading to the
final act, the registration of the trade mark, and in view of
this and of the express provision in the law it is not correct to
say that under administrative law it was not open to the Regis-
trar to withdraw his acceptance.

Regarding the issue of registrability, to which the argument
before me on behalf of the applicant was confined, the relevant
section of the law is section 11 (1) which reads as follows:

“I11(1). In order for a trade mark to be registrable in
Part A of the register, it must contain or consist of at least
one of the following essential particulars:-
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(a) The name of a company, individual, or firm,
represented in a special or particular manner;

{b) the signature of the applicant for registration or
some predecessor in his business;

(c) an invented word or invented words;

(d) a word or words having no direct reference to the’
character or quality of the goods, and not being
according to its ordinary signification a geogra-
phical name or a surname;

(e) any other distinctive mark but a name, signature,
or word or words, other than such as fall within
the descriptions in the foregoing paragraphs (a),
(b), (c) and (d), shall not be registrable under the
provisions of this paragraph except upon evidence
of its distinctiveness’™.

There is no question that the only paragraphs under which
this application could be considered are paragraphs (¢) and (d)
ie. whether the trade mark to which the application related
was an invented word or a word having direct reference to the
character or quality of the goods.

As to paragraph (c) I think it is impossible to suggest that the
word ““ Premier” is an invented word in the sense that it is
“new and freshly coined” as very aptly described by Lord
Macnaghten in the "* Solio” case (Easttman Photographic
Materials Co. Lid. and the Comptroller—General of Patents,
Designs and Trade Marks {1898} A.C. 571). It is 2 word in
ordinary and common use and is to be found in any English
or French dictionary; and there is ample authority in support
of the proposition that a foreign word cannot merely by reason
thereof be considered an inventéd word.

Regarding paragraph (d) I. agree with the submission of
learned counsel for the respondent that having regard to the
meanings of the word it cannot be said that it has no direct
reference to the character and quality of the goods.

In the light of the above I hold the view that it was open to
the respondent to take the decision complained of and that
this recourse must, therefore, fail, In all the circumstances I
make no order as to costs.

Application dismissed.
No order as to costs,
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This 1s an English translation of the Greek text appearing at
_ Pp. 366-367 ante.

“ The revocation of the registration of a trade mark which
had already been accepted upon due consideration and
written acceptance by the respondent Registrar and after
the imposition of a term for registration in Part B of the
Register and after publication in the Official Gazette, is
not permitted. Revocation is, by virtue of the provisions
of the Constitution and the laws, only permitted upon a
recourse for annulment by an interested party and upon a
judicial hearing by a competent and lawfully constituted
Court.

2. The respondent erroneously decided that the English
word PREMIER, which is of French origin, is not regis-
trable in that it is also registered in Canada, where both
the English and French languages are spoken and are the
official languages, and in Greece where, as in Cyprus, the
Greek language is the official one™.

-

-
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